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Another Attack on Trade Marks 

h y  sort of monopoly can be expected to attract 
criticism. There have been plenty of occasions in the 
past when the scope of intellectual property rights has 
been called into question, and the pressure particularly 
on trade marks is even reaching new levels. 

The realisation that designer goods sell for less in 
other markets - particularly the US - than here has 
prompted the latest attack on trade marks. Price 
diEerentials in a variety of areas - not just cars, where 
they have been remarked on for years - have attracted 
considerable interest, including the attention of 
parallel traders. 

The result is that the courts - in particular, the 
European Court of Justice - are churning our regular 
statements of how trade mark law should be 
interpreted in the light of these developments. In the 
lmdmark Silhouette judgment last year, the Court 
made it abundantly clear that the exhaustion of trade 
mark rights under Directive 89/1O$/EEC meant, and 
could only mean, exhaustion within the European 
Economic Area (EEA): the trade mark owner's rights 
were not exhausted when the goods later re-imported 
into ~ h e  EEA were sold in Bulgaria. 

Now, in Case C-173198 Sebago, Advocate General 
Jacobs has presented an opinion that closes the latest 
loophote detected by a parallel trader. Arguing that 
the function of a trade mark is simply to indicate the 
origin of products and to give a guarantee sf  quality, 
the defendants contended that marketing batches of 
identical goods in the EEA amounted to Garketing the 
entire product line, so that it could be said that the 

grey imports had eEectiveBy been marketed with the 
consent of the trade mark owner. 

The argument, though ingenious, could not be 
allowed, and sure enough the Advocate General has 
rejected it. It flew in the face of the wording of the 
Directive and of the jurisprudence of exhaustion of 
intellectual property rights. It  seeks to counter one 
fairly artificial proposition with one that is even more 
artificial. No trade mark owner would recognise in the 
defendants9 argument the function of the brand it had 
spent time and money in developing. 

There is nevertheless a very serious point to be 
made here. The Directive is aw instrument of single 
market integration, and clearly that goal does not 
require that parallel imports from Bulgaria or the 
USA are given free access to the c o m o n  market. But 
European consumers have learnt to think globally, and 
to ask why sunglasses shoulld be sold cheap in Bulgaria 
(and somehow to ignore the obvious answer, that you 
can't sell them at full price in Bulgaria). The US, too, 
is a very diRerent market. 

Trade marks do more than identify origin and 
guarantee quality, though those are important 
functions. They represent value to their owners, and 
they convey a certain cachet to consumers (and 
bystanders). Consumers want to be seen in Sebago 
shoes, or Levi's jeans, or (following the brand's 
meteoric rise from obscurity courtesy of ehe ECJ) 
Silhouette sunglasses. But when every second person 
is equipped with these designer goods, freely available 
from your local supermarket, the cachet and with it 
the brand value will have evaporated. 

EMU Conference 

On Friday, 18 June I999 the United Kingdom 
Association of European Law (UKAEL) is holding its 
annual lecture in the Darwin Theatre, University 
College London, Gower Street, London, WClE 6BT. 

The topic is E M U :  Legal Aspects of the European 
Central Bank and the conference will be concerned 
with institutional and legal aspects of EMU. The main 
focus is on the European Central Bank (ECB), its 
relationship with national authorities and other EU 
institutions and judicial review of acts of the ECB. Its 
tasks in the context of payments and financial market 
regulation will also be discussed. This conference will 
certainly be of interest to readers of the article in this 
issue on the effect on companies of the introduction of 
the Euro in the Member States of h e  EU which are 
participating in EMU. 

The conference will be chaired by Lord Slynn of 
Hadley. Among a e  speakers and their topics are: 
Erwin Nierop, Depzs~y General Counsel and Head of the 
Financial Law Division, ECB 
'The Creation of a New Corpus Juris of Monetary 

Law in the Preparation of Stage Three m d  &e 
Following Further Legislative and Contractual 
Harmonisation across Europe'; 
Martin Thomas, Senior Legal Counsel, E C B  
'Interpretation of the Treaty Objectives and the ECB'; 
Professor Roger Goebel, Fordham University9 New York 
'Constitutional Issues9; 
Professor Paul Craig, Universiey of Oxford and 
Professor Takis Tridimas, University o j  Southampton 
"udicial Review of the ECB9; 
Dr Christos Haa'jiemmanuil, London School of 
Economics 
'What is a Legal Act of the ECB?'; 
Professor John Usher, Universiey of Edinburgh 
'Acts of the ECB - Who Does What9; 
Dr Viftorio di Bucck, Referendaa're to Judge Mancini of 
the European Coz~rc of Justice 
'The Court of Justice and the National Central Bankss; 
Dr Rosa Maria Lastva, Queen Mary  College L? 
Westfield College 

Continues on p. 123 

edhanalakshmi
Rectangle



124 Business Law Review May 1999 

European Monetary Union 

With the exception only of g%ae Netherlands, all 
jurisdictions already have legislation in place 
regulating the introduction of the Euro into company 
law. 

Most jurisdictions do not prescribe a duty to 
actively redenominate the company's capital in Euro, 
alrhough &ese jurisdictions do impose this duty 
subsequent to P January 2002 in some way. 

Ail jurisdictions, at least for one type of company, 
have share capital defined as shares with a nominal 
value. With the exception of Italy, the Netherlands, 
Portugal and Spain, companies can opt to convert the 
definition of share capital from nominal value shares 
into 66pro rata" shares. This seems a logical instrument 
to minimise rounding effects. 

On the whole, how the redenomination of share 
capital into Euro actually takes place depends on what 
is the original definition sf  share capital and depends 
on whether one opts to redefine, if such option is 
given under the law. 

In view of the fact &at the m e n h e n t  of the share 
capital is actually only pursumt to the overall exercise 
of the introduction of the Euro, most jurisdictions do 
provide facilities for redenomination such as 

simplified procedures and/or costs or levies not being 
applied. 

In all the jurisdictions it is advisable to take action 
prior to B January 2002. Even with most jurisdictions 
not imposing a duty to actively redenominate prior to 
1 January 2002, one should at least consider the effects 
of the national company law legislation on the 
company at hand prior to amd subsequent to 1 January 
2002. Depending on the envisaged effects, one can 
consider whether to take action so as to achieve the 
best end results or at least to avoid adverse results. 

Pursuant to the 1998 EU Regulation all companies 
existing mder  the laws of the EMU countries shall, if 
not actively redenominated then, at least under the 
law, as of 1 January 2002 have their share capital 
definitively stated in Euro. This constitutes an 
important momentum for the integration of the EU 
market. Let us see whether the passing of this 
momentum generates the next momentm: the 
introduction of the possibiliry of moving and 
completely converting a company governed by the 
laws of one EU Member State into a company 
governed by the laws of mother (as envisaged by the 
draft fourteenth Directive on company law). 

Editorial News continued from p 106 

T h e  ECB and the National Central Banks9; 
Mads Andenas, King's College London and Michek 
Tison, University of Ghent 
'The ECB and Banking Supervision: How Will Home 
Country Control Hold Up?'; 
Professor Marc Dassesse, Free University o j  Brussels, 
McKenna and Cuneo L L P  
'The ECB, Lender of Last Resort and State Aid'; 
Professor Jan Wouters, University of Leuven 
T h e  ECB and Payment Systems'. 

For further information on this interesting 
conference which costs A75 for members of UMAEL 
and El00 for non-members, with concessions for 
academic members and for registered graduate 
students, please contact Eva Evans MBE, UKAEL, 
King's College, Strand, London, WC2R 2LS, Tell 
Fax: 0171 722 9746. 
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