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the Republic of ireland 
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Controller Permits Applications to be 
Made Pending Enactment of The Trade 
Marks Bill 

The  Irish Trade Marks Act, 1963 (which closely 
resembles the English Trade Marks Act 1938 as it had 
effect prior to its amendment by the Trade Marks 
Amendment Act 1984) only permits the registration of 
those marks used or proposed to be used in relation to 
"goods". In  contrast, marks which are used or 
proposed to be used in reiation to services, so called 
"service marks" are not eligible for registration under 
the Irish legislation, although the goodwill derived 
from the use of a service mark may be protected by a 
common law action in passing off. 

T h e  First Council Directive on the harmonisation of 
trade mark law (89/104/EEC) required the Republic of 
Ireland to implement legislation by 31 December 1992 
to allow for the registration of service marks. Although 
the Trade Marks Bill, 1993 (introduced in the Irish 
Parliament in March 1993 as a private members Bill) 
provides for the necessary amendments to the Trade 
Marks Act, 1963 to enable service marks to be 
registered, the Bill has yet to be enacted. I t  is 
understood that a government sponsored Bill 
containing similar provisions is currently being 
considered by the government. However as the Irish 
Parliament is currently in summer recess, legislation is 

unlikely to be enacted until the Autumn at the earliest. 
Ireland is now the only remaining EU Member State 
which does not permit the registration of service 
marks. 

In  the circumstances there would seem to be a good 
case for arguing that the failure of the government to 
implement the Directive deprives proprietors of 
service marks of the bsnefits intended to be conferred 
on them by the Directive and under the principles of 
direct effect such proprietors could compel the 
government to legislate to require the Controller of 
Trade Marks to accept an application for the 
registration of service marks. 

Perhaps in recognition of the above legal position, 
the Trade Marks Office in Dublin has introduced a 
practice of accepting applications for the registration 
of service marks, alehough pending the implementation 
of the appropriate legislation such applications are 
being held in abeyance in the intervening period. 
Applications made in the prescribed manner are 
allocated an administrative number which reflects the 
chronological order of the receipt of the applicaeion. I t  
is not possible to undertake a computerised search in 
the usual way of those service mark applications 
already filed although a search can be made in a 
register of applications kept at the Trade Marks Office. 

I t  remains to be seen whether, and if so how 
transitional provisions will be enacted to regulate 
matters such as the legal status and priority between 
service mark applications accepted by the Controller 
prior to the enactment of the amending legislation. 
Persons who use or propose to use Irish service marks 
should therefore consider whether they should avail 
themselves of the opportunity of filing applications for 
the registration of their service marks in Ireland at this 
stage. 

"McCann Fis'rz6erald, Solicitors, Dublin. 
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1. Legislation 

94/21/EC, Seventh Directive of the European 
Parliament and of the Council of 30 May 1994 on 
summer-time arrangements (OJ 1994 L164/1 

94/22/EC Directive of the European Parliament and of 
the Council of 38 May 11994 on the conditions for 
granting and using authorizations for the prospection, 
exploration and production of hydrocarbons (OJ 1994 
L164/3) 

94/25/EC of the European Parliament and of the 
Council of 16 June 1994 on the approximation of the 
laws, regulation m d  administrative provisions of the 
Member States relating to recreational craft (OJ 1994 
Ll64/  15) 

94438/EC Council Directive of 27 June 1994 
amending Directive 91/689/EEC (8J 1991 L374J  
20) on hazardous waste (OJ 1994 L168/28) 

94/373/EC Council Decision of 27 June 1994 on the 
extension of the legal protection of topographies of 
semiconductor products to persons from the United 
States of America (OJ 1994 E170/34) 

Statutes of the European Investment Fund 
adopted by the Board of Governors of the 
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European Investment Bank on 25 May 1994 (OJ 
1994 k17%/11) 

94/375/E@ Council Decision of 6 June 1994 on 
Community Membership of the European 
Investment Fund (OJ 1994 L143/12) 

(EC)  N o  1663194 o f  7 July 1994 concerning ehe 
classification o f  certain goods in the combined 
nomenclature (OJ  1994 %176/2) 

94/390/EC Commission Recommendation of 25 
May I994 concering the taxation of small and 
medium-sized enterprises (OJ 1994 L17711) 

(EC)  N o  1481194 Commission Regulation o f  1 1  July 
1994 concerning irregularities and the recovery o f  
sums wrongly paid in connection with the financing o f  
the structural policies and the organisation o f  an 
information system in this field (OJ  1994 l-198142) 

94/391/EC Council Decision of 27 June I994 
approving the exchange of letters between the 
EC and the Republic of Bulgaria amending the 
Interim Agreement on trade and trade-related 
matters betweew the EEC and the ECSC of the 
one part, and the Republic of Bulgaria of the the 
other part, and the Europe Agreement 
establishing an association between the 
European Communities and their Member 
States, of the one part, and the Republic of 
Bulgaria, of the other part, both as amended by 
the Additional Protocol signed on 21 December 
1993 (OJ 1994 L178/69) 

94/392/EC Council Decision of 27 June 1994 
approving t h e  agreement in the form of an 
exchange of Betters between the E @  and 
Romania amending the Interim Agreement on 
trade and trade-related matters between the 
E E C  and the ECSC of the one past, and 
Romania of the other part9 both as amended by 
the Additional Protocol signed on 31 December 
31993 (OJ 1994 L178/75) 

94/32/EC Seventeenth Commission Directive o f  29 
June 1994 adapting to technical progress Annexes II, 
111, V, VI, VII o f  Council Directive 76/768/EEC on 
the approximation o f  the laws o f  the Member States 
relating to cosmetic products (0 J 1994 L181/31) 

94/439/EC Commission Decision o f  15 June on 
amendmene o f  Annex II o f  Council Directive 92/44] 
EEC (01  I992 E%65/27) on the application o f  O N P  to 
leased lines (0 J 1994 L181140) 

94/445/EC Council Decision of P I  July 1994 on 
inter-administration telematic networks for 
statistics relating to the trading of goods 
between Member States (Edicom) (OJ 1994 El831 
42) 

94/451/EC Commission Decision o f  27 June I994 
authorising the UK to exempt certain transport 

operations from the application o f  the provisions o f  
Council Regulation (EEC) N o  3820/85 on the 
harmonisation o f  certain social legislation relating to 
road transport and Council Regulation (BEG) No 
3821185 on recording equipment in road transport (OJ 
1994 L183,9) [rhis applies ro vehicles used in airpores 
onlvj 

94/%7/EC European Parliament and Council 
Directive of 30 June 1994 amending for the 12th 
time Directive 75/769/EEC on the approximation 
of the laws, regulations and administrative 
provisions of the Member States relating to 
restrictions on the marketing and use of certain 
dangerous substances and preparations (OJ 1994 
L I ~ ~ / I )  

94/457/EC Council Decision o f  27 June 1994 
concerning the conclusion o f  an Agreement relating to 
scientific and technical cooperation between the EC 
and Australia (09 1994 L188117) 

94/470/EC Commission Decision o f  18 July 1994 on a 
common technical regulation for attachment 
requirements for terminal equipment interface for 
ONP 2 048 kbir,'s digital unstructured leased lines (OJ  
1994 k194/87) 

94/471/EC Commission Decision o f  18 July 1994 on a 
common technical regulation for general terminal 
attachment requirement for Digital European Cordless 
Telecommunications ( D E C T )  (OJ 1994 %194/89) 

94/472/EC Commission Decision o f  18 July 1994 on a 
common eechnical regulation for telephony application 
requirements for B E C T  ( 0 1  1994 L194/91) 

94/20/EC Directive o f  the European Parliament and 
the Council o f  30 May 1994 relating to the mechanical 
coupling devices of motor vehicles and their trailers 
and their attachment to those vehicles ( 0 9  1994 L195/ 
1) 

(EC)  N o  1966194 o f  38 July 1994 concerning the 
classification o f  certain goods in the combined 
nomenclature (OJ 1994 % 1981 103) 

2. Information and Notices 

94/C176/08 Amended proposal for a Council 
Regulation (EC) establishing a European Agency for 
Safety and Health at Work ( 0 9  1994 6176/B7) 

94/C177/01 Commission proposal for a European 
Parliament and Council Directive on certain 
components or characteristics o f  two or three-wheel 
motor vehicles (366pp) (09 1994 C177/1) 

94/6178/14 EEA Joinr Committee - T h e  sabotage 
authorisadon specimens for road haulage services ( 0 4  
1994 C178/25) 


